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DETAILED ACTION 

Acknowledgements 

1 . Claims 1-38 are pending in this Office Action. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-16 and 28-38 rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

4. In order for a method to be considered a "process" under §101, a claimed 
process must either: (1) be tied to another statutory class (such as a particular 
apparatus) or (2) transform underlying subject matter (such as an article or materials). 
Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 
(1 978); Gottschalk v. Benson, 409 U.S. 63, 70 (1 972). If neither of these requirements 
is met by the claim, the method is not a patent eligible process under §101 and is non- 
statutory subject matter. 
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5. Claim 1 is directed to identifying and monitoring best practices of an enterprise. 
As the claims are not sufficiently tied to an apparatus, such as a computer, the claim is 
therefore rejected under 35 U.S.C. 101 . 

6. As to claim 28, software per se consists of non patentable subject matter. 
Computer programs claimed as computer listings per se, i.e., the descriptions or 
expressions of the programs, are not physical "things." They are neither computer 
components nor statutory processes, as they are not "acts" being performed. MPEP 
2106.01 I. 

7. Claims 2-16 and 29 -38 are rejected for being dependent upon rejected claims 1 
and 28 respectively. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



9. Claims 1 -8, 1 0, 1 3, 1 5, 1 7-22, 24, 26, 28-33 and 37 are rejected under 35 
U.S.C. 102(b) as being anticipated by Balz et al (US 2003/0018519). 
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10. With respect to claims 1, 3, 14-15, 17, 26, 28 and 37, Balz teaches a process for 
identifying and monitoring one or more best practices of an enterprise, comprising: 

a. defining a set of criteria for determining whether each of a plurality of 
practices of the enterprise qualify as a best practice of the enterprise (paragraph 
0043, regarding assessment criteria for process levels); 

b. receiving a practice profile of a particular practice of the enterprise, the 
practice profile comprising information associated with the particular practice and 
relating to one or more of the criteria (paragraph 0040, regarding defined 
business process and detailed description); and 

c. performing a maturity assessment process to determine, based on a 
comparison between the practice profile for the particular practice and the set of 
criteria, whether the particular practice qualifies as a best practice of the 
enterprise and, if the particular practice so qualifies, assigning a best practice 
maturity level to the particular practice, the best practice maturity level defining to 
what degree the particular practice qualifies as a best practice of the enterprise 
(paragraph 0043 regarding assessment scheme for whether information 
regarding a particular process fulfills criteria and categorized into a maturity level; 
paragraph 0050, regarding categories characterizing different process maturity 
levels). 
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11. As to claim 2, Balz teaches the process of claim 1, wherein the practice profile 
comprises a template populated with information specific to the particular practice, the 
template comprising a plurality of fields for entering information specific to the particular 
practice and relating to the criteria (paragraph 0043 regarding assessment scheme for 
whether information regarding a particular process fulfills criteria and categorized into a 
maturity level). 

12. Regarding claims 4, 8, 18, 22, 29 and 33, Balz teaches the process of claim 1, 
wherein the maturity assessment process comprises, for one or more criteria in the set 
of criteria, assigning a score to the particular practice based at least on the information 
in the practice profile of the particular practice relating to the one or more criteria, the 
score indicating to what degree the particular practice meets the criteria (paragraph 
0043, regarding subscores for particular category). 

13. With respect to claims 5, 19, 21, 30 and 32, Balz teaches the process of the 
claim 4, wherein: 

d. one or more criteria in the set of criteria comprise, for each best practice 
maturity level, a predefined score for determining whether the particular practice 
satisfies the criterion for the best practice maturity level (paragraph 0043, 
regarding subscores for particular category); 
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e. each best practice maturity level is associated with a predefined total 
score reflecting a sum of the predefined scores for each criterion in the set of 
criteria for the best practice maturity level; and the maturity assessment process 
comprises: 

i. summing the scores of the particular practice for each criterion in 
the set of criteria to determine a total score; and determining whether to 
assign the particular practice a particular best practice maturity level by 
comparing the total score for the particular practice to the predefined total 
score for the particular best practice maturity level, (paragraph 0043, 
regarding a summing the subscores to reveal a score dependent upon 
degree of fulfillment of a respective criterion) 



14. As to claims 6, 20 and 31, Balz teaches the process of the claim 5, comprising, 
for each best practice maturity level: defining for each best practice maturity level a 
minimum predefined total score required for the particular practice to be assigned to the 
particular best practice maturity level and a maximum predefined total score required for 
the particular practice to be assigned to the particular best practice maturity level; 
determining whether to assign the particular practice to a particular best practice 
maturity level by determining whether the total score for the particular practice falls on 
or between the maximum and minimum predefined total scores for the particular best 



Application/Control Number: 10/825,080 Page 7 

Art Unit: 3623 

practice maturity level (paragraphs 0061-0069, regarding determining whether a 
minimum criteria are achieved and calculating a final score). 



15. With respect to claim 10, Balz teaches the process of claim 1, wherein the 
maturity assessment process is performed automatically by a computer system 
comprising one or more processors and one or more memory units (paragraph 0013, 
regarding maturity assessment process is accomplished in an automated way). 



16. As to claim 13, Balz teaches the process of claim 12, wherein the review of the 
existing best practice is performed annually consist of nonfunctional descriptive material 
that does not effect the functionality of the disclosed method and process maturity 
assessment as provided in Balz. Descriptive material that cannot exhibit any functional 
interrelationship with the way in which computing processes are performed does not 
constitute a statutory process, machine, manufacture or composition of matter and 
should be rejected under 35 U.S.C. 101. MPEP 2106.01. 



Claim Rejections - 35 USC § 103 



17. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

18. Claims 1 1 , 24 and 35 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Balz et al (US 2003/0018519). 

19. Regarding claims 11, 24 and 35, Balz teaches the process of claim 1 and 
establishing process maturity levels (paragraph 0050). Balz does not directly teach 
wherein the best practice maturity levels comprise one or more of: an associate best 
practice maturity level; a standard best practice maturity level; and a mastery best 
practice maturity level. However, assignment of specified titles to the maturity levels 
consists of nonfunctional descriptive material. Descriptive material that cannot exhibit 
any functional interrelationship with the way in which computing processes are 
performed does not constitute a statutory process, machine, manufacture or 
composition of matter and should be rejected under 35 U.S.C. 101. MPEP 2106.01. 
Therefore, it would have been obvious to one with ordinary skill in the art to assign 
specific titles of associate best practice maturity level, standard best practice maturity 
level and mastery best practice maturity level to the maturity levels provided in Balz. 
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20. Claims 9, 12, 16, 23, 25, 27, 34, 36 and 38 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Balz et al (US 2003/0018519) in view of Sandoval et al (US 
2003/0004766). 

21. With respect to claims 9, 23 and 34 Balz teaches the process of claim 1 
regarding a maturity assessment process. Balz does not explicitly teach having an 
analysis, approval or scheduling phase. Sandoval teaches wherein performing the 
maturity assessment process comprises one or more of the following: an analysis phase 
for determining the best practice maturity level to assign to the particular practice 
(paragraph 0040, regarding Phase II); an approval phase for approving the best practice 
maturity level assigned to the particular practice in the analysis phase (paragraph 0042, 
regarding Phase IV; and a scheduling phase for integrating the particular practice with 
other best practices of the enterprise (paragraph 0044, regarding Phase VI. 

It would have been obvious to one of ordinary skill in the art to include the 
maturity assessment system of Balz with the ability to analyze, approve and schedule 
the implementation of the best practice as taught by Sandoval since the claimed 
invention is merely a combination of old elements, and in the combination each element 
merely would have performed the same function as it did separately, and one of 
ordinary skill in the art would have recognized that the results of the combination were 
predictable. 
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22. As to claims 16, 27 and 38, Balz teaches the process of claim 1 . Balz does not 
explicitly teach reviewing and refining the maturity assessment criteria process. 
Sandoval teaches reviewing the set of criteria to determine if the set of criteria reflect 
current views of the enterprise for determining best practices of the enterprise; and if the 
set of criteria are determined to not reflect current views of the enterprise for 
determining best practices of the enterprise, refining the set of criteria to reflect current 
views of the enterprise for determining best practices of the enterprise (paragraph 0033, 
regarding the best practice supervisor conducting periodic review of the best practices 
and reconciling differences). 

It would have been obvious to one of ordinary skill in the art to include the 
maturity assessment system of Balz with the ability review and refine the best practice 
as taught by Sandoval since the claimed invention is merely a combination of old 
elements, and in the combination each element merely would have performed the same 
function as it did separately, and one of ordinary skill in the art would have recognized 
that the results of the combination were predictable. 

23. Regarding claims 12, 25 and 36, Balz in view of Sandoval teaches the process of 
claim 1, wherein: the particular practice comprises an existing best practice of the 
enterprise; and the maturity assessment process comprises a review of the existing 
best practice to determine if the existing best practice still qualifies as a best practice of 
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the enterprise and, if the existing best practice so qualifies (paragraph 0033, regarding 
the best practice supervisor conducting periodic review of the best practices and 
reconciling differences) Balz in view of Sandoval does not directly teach revising the 
maturity levels when required. However because of the close association and 
dependencies between the maturity assessment and the maturity levels, it would be 
obvious to one with ordinary skill in the art to modify or assign new maturity levels upon 
supervisory review. 

Conclusion 

24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRANDI P. PARKER whose telephone number is (571) 
272-9796. The examiner can normally be reached on Mon-Thurs. 8-5pm. 

25. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell can be reached on (571) 272-6737. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/825,080 Page 12 

Art Unit: 3623 

26. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/BRANDI P PARKER/ 
Examiner, Art Unit 3623 



/Andre Boyce/ 

Primary Examiner, Art Unit 3623 



